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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/5/2007 has been entered. 

Response to Amendment 

2. Claims 1, 2, 3-12, 14-39 are pending, claims 1, 2, 4, 6, 8, 14, 16, 21, 22-25, 30, 
32, 33 and 37 are amended and claims 3 and 13 have been cancelled. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1, 2, 4-12 and 14-39 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 34-39 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 34 recites the limitation "the number of images" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. The Examiner will assume 
for the sake of a complete examination that this corresponds to the number of images 
stored in the image storage device. 

The remaining independent claims contain a similar limitation and the dependent 
claims are indefinite as they depend from indefinite claims. 

Claim Rejections - 35 USC § 102 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 1, 4, 6-8, 10, 12, 14, 16, 18-33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by US Pre-Grant Publication 2002/0051181 (Nishimura). 

As to claim 1, Nishimura teaches a method for displaying on an image display 
device (304, for example, see Fig. 1) an image stored in an image storage device (315, 
for example) comprising: an information obtaining step of obtaining a display capability 
of the image display device (see [0061] and note that "the personal computer 315 
verifies, with the aid of the supplementary information as necessary, the capabilities of 
the portable telephone set,") and the number of images stored in the image storage 
device (see [0049] and note that there are different procedures if a single image is sent 
or a moving image, i.e. multiple images, is sent); and a display determination step of 
determining whether an image is to be displayed or characters related to the image are 
to be displayed, in accordance with the display capability of the image display device 
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and the number of images stored in the image storage device (see [0049] and note that 
it is determined from the capability of the display device whether an image is to be 
displayed or a URL corresponding to the image is to be displayed). 

As to claim 4, Nishimura teaches a method for displaying on an image display 
device (304, for example, see Fig. 1) an image stored in an image storage device (315, 
for example) comprising: an information obtaining step of obtaining a display capability 
of the image display device (see [0061] and note that "the personal computer 315 
verifies, with the aid of the supplementary information as necessary, the capabilities of 
the portable telephone set,") and the number of images stored in the image storage 
device (see [0049] and note that there are different procedures if a single image is sent 
or a moving image, i.e. multiple images, is sent); and a display determination step of 
determining whether an image is to be displayed or the name of an image is to be 
displayed, in accordance with the display capability of the image display device and the 
number of images stored in the image storage device (see [0049] and note that it is 
determined from the capability of the display device whether an image is to be displayed 
or a URL, where the URL is essentially the name of the image, corresponding to the 
image is to be displayed). 

As to claim 6, this claim is analogous to claim 1 except the applicant specifies 
that the image storage device determines if image data is to be transmitted or 
identification of the image data is to be transmitted (instead of displayed) in accordance 
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with the number of images stored in the storage device. As discussed above, if a 
moving image is to be sent, depending on the display capability of the image display 
device, only identification data (a URL) is sent. 

As to claim 7, see the rejection of claim 6 and note that Nishimura further 
teaches a wireless transmission step of the image storage device transmitting, using 
wireless communication, the image data or characters related to the image data to the 
image reception device (see Fig. 1). 

As to claim 8, this claim is analogous to claim 6 except the applicant specifies 
"identification of the image data" as "an image name." Note that, as discussed above, 
the Examiner believes that the URL discussed in Nishimura corresponds to an image 
name. Therefore, claim 8 is rejected on the same grounds as claim 6. 

As to claim 10, this claim is analogous to claim 1 except it is drawn to a device 
that carries out the method of claim 1. Therefore, the same grounds for rejection can be 
made for claim 10 as for claim 1 except drawn to the device taught by Nishimura. 

As to claim 12, this claim is analogous to claim 4 except it is drawn to device that 
carries out the method of claim 4. Therefore, the same grounds for rejection can be 
made for claim 12 as for claim 4 except drawn to the device taught by Nishimura 
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As to claim 14, this claim is analogous to claim 10 except it is drawn to a program 
for the device of claim 10. Since there must be a program for making the device of claim 
10 perform the method of claim 1 the same argument and grounds for rejection can be 
made for claim 14 as for claims 1 and 10 except drawn to a program taught by 
Nishimura. 

As to claim 16, this claim is analogous to claim 12 except it is drawn to a program 
for the device of claim 12. Since there must be a program for making the device of claim 
12 perform the method of claim 4 the same argument and grounds for rejection can be 
made for claim 16 as for claims 4 and 12 except drawn to a program taught by 
Nishimura 

As to claim 18, this claim is similar to claim 12, except it claims an image storage 
device instead of an image display device. As Nishimura teaches an image storage 
device 315, claim 18 is rejected on the same grounds as claim 12. 

As to claim 19, this claim is similar to claim 18 except the applicant specifies "an 
image name" instead of "identification of the image data." Note that, as discussed 
above, the Examiner believes that the URL discussed in Nishimura corresponds to an 
image name. Therefore, claim 19 is rejected on the same grounds as claim 18. 



As to claim 20, this claim is analogous to claim 19 except that is drawn to a 
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program instead of an apparatus. However, since the apparatus must have a program 
for carrying out the functions ascribed to it, the same argument can be used to reject 
claim 20 as was used to reject claim 19 except drawn to a program taught by Nishimura 
instead of a device. 

As to claim 21, this claim is analogous to claim 18 except drawn to a program 
instead for the apparatus of claim 18. Therefore, the same argument can be made for 
the rejection of claim 21 as was made for the rejection of claim 18 except drawn to a 
program taught by Nishimura instead of a device. 

As to claim 22, see the rejection of claim 1 and note that Nishimura further 
teaches a method according to claim 1, wherein said information obtaining step 
comprises a receiving step of receiving a list of images from the image storage device 
(note that this is inherent when attaching the image as is done in Nishimura), and 
includes determining the number of images based on the list of images (note that it 
determines from the name whether a moving image or a still image is to be attached, 
therefore obtaining the number of images from the list of names). 

As to claim 23, see the rejection of claim 1, and note that Nishimura further 
teaches a method according to claim 1, wherein said display determination step 
comprises a request step of requesting, from the image storage device, the image 
which it is determined to be displayed (note that this is inherent in the system of 
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Nishimura that uses email attachments and URLs). 

As to claim 24, this claim is analogous to claim 22 but depends from claim 4 
instead of claim 1. Therefore claim 24 is rejected on the same grounds as claim 22 but 
depending from claim 4. 

As to claim 25, this claim is analogous to claim 23 but depends from claim 4 
instead of claim 1. Therefore claim 24 is rejected on the same grounds as claim 23 but 
depending from claim 4. 

As to claim 26, see the rejection of claim 10 and note that this claim is analogous 
to claim 22 except it is drawn to a device that carries out the method of claim 22. 
Therefore, the same grounds for rejection can be made for claim 26 as for claim 22 
except drawn to the device taught by Nishimura. 

As to claim 27, see the rejection of claim 10 and note that this claim is analogous 
to claim 23 except it is drawn to a device that carries out the method of claim 23. 
Therefore, the same grounds for rejection can be made for claim 27 as for claim 23 
except drawn to the device taught by Nishimura. 

As to claim 28, see the rejection of claim 12 and note that this claim is analogous 
to claim 22 except it is drawn to a device that carries out the method of claim 22. 
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Therefore, the same grounds for rejection can be made for claim 28 as for claim 22 
except drawn to the device taught by Nishimura. 

As to claim 29, see the rejection of claim 12 and note that claim 29 is similar to 
claim 27 except the claim which it is dependent upon uses the name of an image to 
identify images instead of characters related to an image. Note that, as discussed 
above, the Examiner believes that the URL discussed in Nishimura corresponds to an 
image name. 

As to claim 30, see the rejection of claim 14 and note that claim 30 is a program 
that performs steps corresponding to the steps of claim 22 and is rejected using the 
same arguments as those used to reject claim 22 except drawn to the program of claim 
14 as taught by Nishimura. 

As to claim 31, see the rejection of claim 14 and note that claim 31 is a program 
that performs steps corresponding to the steps of claim 23 and is rejected using the 
same arguments as those used to reject claim 23 except drawn to the program of claim 
14 as taught by Nishimura. 

As to claim 32, see the rejection of claim 16 and note that claim 32 is a program 
that performs steps corresponding to the steps of claim 24 and is rejected using the 
same arguments as those used to reject claim 24 except drawn to the program of claim 
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16 as taught by Tanaka Nishimura. 
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As to claim 33, see the rejection of claim 16 and note that claim 33 is a program 
that performs steps corresponding to the steps of claim 25 and is rejected using the 
same arguments as those used to reject claim 25 except drawn to the program of claim 
16 as taught by Nishimura. 

Claim Rejections - 35 USC § 103 

8. Claims 2, 11 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pre-Grant Publication 2002/0051181 (Nishimura) in view of US 6,313,877 
(Anderson). 

As to claim 2, see the rejection of claim 1 and note that Nishimura does not teach 
a thumbnail image display step of displaying a plurality of thumbnail images; and a full 
image display step of displaying an image corresponding to one of the thumbnails. 

However, Anderson teaches displaying a plurality of thumbnail images and 
displaying a full image corresponding to one of the displayed thumbnail images (see 
Fig. 5 and Column 4 lines 54-61). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have used the display style of Anderson in the image transfer 
system taught by Nishimura as, in a case where multiple images are sent and the 
display device is capable of displaying them, this would allow a user to see many small 
images and one larger image and would assist the user in readily confirming which 
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image they want to choose when they are choosing from the plurality of thumbnails. 



Claim 11 is a device claim that corresponds to the method of claim 2 and is 
rejected on the same grounds as claim 2 except drawn to a device instead of a method. 

Claim 15 is a program claim corresponding to the method of claim 2 and the 
device of claim 11 and is rejected on the same grounds as those two claims as drawn to 
a program instead of a device or method. Note that this program is necessary for the 
device of claim 1 1 to carry out the method of claim 2. 



9. Claims 5, 9 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pre-Grant Publication 2002/0051181 (Nishimura). 

As to claim 5, see the rejection of claim 4 and note that Nishimura would have 
considered adding multiple attachments to the same email. Note also that if a movie file 
is attached and the device is incapable of displaying moving images it may display a still 
image corresponding to the moving image and a URL where that moving image can be 
found, as discussed above the Examiner is interpreting the URL to be the name of the 
image. Therefore it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have attached multiple moving image files and 
displaying the names corresponding to these images and displaying one of the multiple 
images whose names are displayed. 



Application/Control Number: 10/098,545 Page 12 

Art Unit: 2622 

As to claim 9, see the rejection of claim 8 and note that, as discussed in the 
rejection of claim 5, Nishimura would consider a display step of displaying multiple 
names that are transferred; and a transmission step of transmitting from the image 
storage device to the image reception device image data in accordance with one of the 
displayed multiple names (see the rejection of claim 5 above). 

As to claim 17, this claim is analogous to claim 5 except drawn to a program 
instead of a method. Therefore the same grounds for rejection can be made for claim 17 
as for claim 5 except drawn to a program taught by Nishimura. 

10. Claims 34-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Pre-Grant Publication 2002/0051181 (Nishimura) in view of US Pre-Grant 
Publication 2001/0041056 (Tanaka et al.). 

As to claim 34, as discussed above in the rejection of claim 1 Nishimura teaches 
a method of transmitting images depending on the number of images and a display 
capability of a display device. What Nishimura does not teach is where the image 
reception device initiates the transfer. However, Tanaka et al. teaches a method of 
initiating the transfer of an image from an image reception device ([0089]). Therefore it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have allowed the image reception device to initiate the transfer of images as 
taught by Tanaka et al. as this would allow for a user to retrieve images from an image 
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storage device even if they were not able to physically access the image storage 
device. 

As to claim 35, see the rejection of claim 34 and note that as discussed above in 
the rejection of claim 1, Nishimura teaches transferring image data or identification data 
depending on the number of images. 

As to claim 36, this claim is analogous to claim 34 except it is drawn to a device 
that carries out the method of claim 34. Therefore, the same grounds for rejection can 
be made for claim 36 as for claim 34 except drawn to the device taught by Nishimura. 

As to claim 37, this claim is analogous to claim 35 except it is drawn to a device 
that carries out the method of claim 35. Therefore, the same grounds for rejection can 
be made for claim 37 as for claim 35 except drawn to the device taught by Nishimura. 

As to claim 38, this claim is analogous to claim 36 except it is drawn to a program 
for the device of claim 36. Since there must be a program for making the device of claim 
36 perform the method of claim 34 the same argument and grounds for rejection can be 
made for claim 38 as for claims 34 and 36 except drawn to a program taught by 
Nishimura. 

As to claim 39, this claim is analogous to claim 37 except it is drawn to a program 



I 
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for the device of claim 37. Since there must be a program for making the device of claim 
37 perform the method of claim 35 the same argument and grounds for rejection can be 
made for claim 39 as for claims 35 and 37 except drawn to a program taught by 
Nishimura. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dillon Durnford-Geszvain whose telephone number is 
(571) 272-2829. The examiner can normally be reached on Monday through Friday 8 
am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ngoc-Yen Vu can be reached on (571) 272-7320. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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